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DECI SI ON ON APPEAL

This is an appeal fromthe exanminer’s final rejection of
claims 1, 3 through 5, 16 through 19, 21 and 23 through 28.
Clainms 7 through 15, 20 and 22 have been allowed. Cains 2

and 6 have been canceled. At pages 2 and 8 of the answer
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(Paper No. 40), the exam ner has indicated that the rejections
of clainms 21, 23 through 25, 27 and 28 have been w t hdrawn and
that clainms 21 and 23 through 25 are now al |l owed and t hat
clainms 27 and 28 contain all owabl e subject matter. During the
t el ephoni c oral hearing, counsel for the appellants w thdrew
the appeal with respect to clains 16, 18 and 26. Accordingly,
the appeal with respect to clains 16, 18, 21 and 23 t hrough 28
is dismssed. Cains 1, 3 through 5, 17 and 19 remai n on
appeal .

W AFFI RM

The subject matter on appeal is directed to an
el ectrically power assisted bicycle. An understanding of the
i nvention can be derived froma reading of exenplary claim 1,
whi ch appears in the appendix to the brief (Paper No. 39).

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Davi dson et al. (Davidson) 4, 085, 814 Apr. 25, 1978
Gol denfel d 4,637, 274 Jan. 20, 1987
Mur phy et al. (Murphy) 5,242,028 Sep. 07, 1993
Sugiura et al. (JA 60-7995) 60- 7995 Mar. 19, 1985

'n determ ning the teachings of JA 60-7995, we will rely
on the translation provided by the PTO A copy of the
(continued...)
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(Japanese Patent)

The appeal ed clains stand finally rejected under 35
UusS. C
§ 103(a) on the follow ng grounds:

. dainms 1, 3 through 5, 17 and 19, unpatentabl e over
Mur phy in view of JA 60-7995.

1. Cains 17 and 19, unpatentabl e over Davidson in view
of Col denf el d.

The full text of the examner's rejections and response
to the argunents presented by the appellants appears in the
answer, while the conplete statenent of the appellants’
argunents can be found in the brief.

CPI NI ON

In reaching our decision in this appeal, we have given
careful consideration to the appellants’ specification and
clainms, to the applied prior art references, and to the

respective positions articulated by the appellants and the

1(...continued)
translation is attached for the appellants’ conveni ence. Any
reference in this decision to JA 60-7995 by page is to this
transl ation.
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exam ner. As a consequence of our review, we have made the

determ nati ons which foll ow

Rej ection |
Wth respect to Rejection I, the appellants, on page 4 of
the brief, have provided two groupings of clains, i.e., Goup

1: clainms 1, 17 and 19; and G oup 2: clains 3 through 5.
Thus, in accordance with 37 CF.R 8 1.192(c)(7), we have
selected clains 1 and 3 as being representative of the
respective claimgroupings and will decide the appeal with
respect to Rejection | on the basis of those clains al one.

Clains 1, 17 and 19

After considering the collective teachings of Mirphy and
JA 60-7995, we nust agree with the exam ner that the invention
set forth in clainms 1, 17 and 19 woul d have been obvious to
one of ordinary skill in the art at the time of the
appel l ants' invention.

Claim1 calls for an electrically power assisted bicycle

conprising, inter alia, a drive coupling a pedal assenbly to a

rear wheel for manual driving of the rear wheel, "“an
el ectrical notor and a transm ssion for transferring notive
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power fromsaid electrical notor to said drive disposed
adjacent to and longitudinally entirely on the forward side”?
of the pedal assenbly crank axis and battery neans “di sposed
adj acent to and longitudinally entirely on the rear side” of
t he pedal assenbly crank axis and “substantially forwardly of
the rotational axis” of the rear wheel of the bicycle.

We note that the | anguage requiring the electrical notor
and the transm ssion to be di sposed adjacent to and
longitudinally entirely on the forward side of the pedal
assenbly crank axis was added to claim1 by an anmendnent filed
August 19, 1997 (Paper No. 29). Prior to this anendnent claim
1 only required that the notor be di sposed adjacent to and
longitudinally entirely on the forward side of a pedal
assenbly crank axis. For purposes of our review, we construe
the term“transm ssion” to include the pinion shaft 77, as
wel | as disclosed el ements connecting the pinion shaft 77 to
the notor output shaft 63, but not the ring gear 83 or the
housing 32 in which the pinion shaft and ring gear are

nmount ed, since the gear 83 and the housing 32 are not entirely

2 W do not find antecedent basis in the specification for
this | anguage, as required by 37 CF.R 8 1.75(d)(1).
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on the forward side of the crank axis. See the appellants’
Figure 6. W understand “forward side” to be the direction
the bicycle rider would normally face while pedaling.

The exam ner descri bes Miurphy as disclosing an
electrically power assisted bicycle conprising an electric
nmot or 10 | ongitudinally di sposed al ong the down tube of the
bi cycle frame and on the forward side of a pedal assenbly
crank axis. See answer, p. 3. Qur review of Mirphy reveals
that the reference al so discloses a notor gear box
(unnunbered) having a drive shaft 12 extending fromthe gear
box with the shaft 12 journaled through a one-way clutch 16 to
a drive sprocket 20. See col. 3, |Il. 36-50. As shown in
Figures 1 and 4 of Murphy, notor 10, gearbox, shaft 12, one-
way clutch 16 and sprocket 20 are all disposed adjacent to and

entirely on the forward side of the pedal assenbly crank axis.

The exam ner acknow edges that Murphy fails to disclose
the location of the battery, but cites the JA 60-7995
reference as teaching an electrically power assisted bicycle
having a battery di sposed adjacent to and longitudinally
entirely on the rear side of a pedal assenbly crank axis and
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substantially forwardly of the rotational axis of the rear
wheel of the bicycle. See answer,
p. 4. Qur review of the reference reveals that the reference
al so discloses a battery-case 7 for storing the battery in a
conpact and secure manner in the space defined by the standing
pipe 1, main pipe 2, sheet stays 3 and splash guard 4 and a
| ocki ng device 11 permtting the battery case to be freely
removed when necessary to change or recharge the battery. See
p. 2.

Based on the conbi ned teachings of the applied prior art,
t he exam ner determ ned (answer, p. 4) that

[i]t would have been obvious to one of ordinary

skill in the art at the tinme of the invention to

provi de the bicycle of Murphy with a battery neans

positioned al ong the seat tube and rearward of the

seat tube, in view of Japanese Patent No. 60-7995,

in order to provide a suitable |ocation for nounting

the batteries which are necessary for operation of
an electrically powered bicycle.
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In applying the test for obviousness,® we reach the
conclusion that it would have been obvi ous to one having
ordinary skill in the art, froma conbi ned assessnent of the
Mur phy and
JA 60-7995 teachings, to provide the electrically power
assi sted bicycle of Murphy with a battery case for storing the
batteries necessary to power Mirphy’'s electric notor and with
a | ocking device positioned in the space defined by the seat
pillar and splash guard as taught by JA 60-7995. In our view,
one of ordinary skill in the art would have been notivated to
so nodify the bicycle of Murphy in order to obtain the
advant ages of the battery case and | ocking device specifically
di scl osed in the
JA 60-7995 reference, nanely, a conpact and secure battery
st orage arrangenent which al so provides easy access to the

batteries for replacenent or recharging.

3 The test for obviousness is what the conbi ned teachings
of the references woul d have suggested to one of ordinary
skill in the art. See In re Young, 927 F.2d 588, 591, 18
USP2d 1089, 1091 (Fed. Cir. 1991) and In re Keller, 642 F. 2d
413, 425,

208 USPQ 871, 881 (CCPA 1881).
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The argunents advanced in the brief are unpersuasive for
the foll owi ng reasons.

First, the appellants assert that a person of ordinary
skill would not have used the battery position of the JA 60-
7995 reference without also using the notor position shown by
the reference. See brief, p. 5. W do not perceive and the
appel l ants have not identified any teaching or suggestion in
the JA 60-7995 reference that the advantages of the battery
case and | ocking device specifically disclosed therein are
dependent on the positioning of the electric notor on the
bi cycle frame. Thus, we find that the appellants’ assertion
has no factual basis in the record.

The appel |l ants al so argue that Mirphy expresses a desire
to have the construction appear as closely as possible to a
conventional bicycle so that the arrangenment can be utilized
with a conventional bicycle frane and that the nodification
proposed by the exam ner woul d defeat this basic objective of
the Murphy reference. See brief, pp. 5 and 6. The exam ner’s
response is that the JA 60-7995 reference does show a
conventional bicycle frame. See answer, p. 6. W agree. 1In
our opinion, the bicycle frane illustrated in Figure 1 of the
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JA 60-7995 reference resenbles a conventional bicycle franme to
the sane extent as does the bicycle frane illustrated in the
appel lants’ Figure 1 or in Murphy’'s Figure 4.

Finally, the appellants argue that the exam ner’s
suggested rearrangenent of the structure is not based on the
teachi ngs of the references. W do not share this view As
articul ated, supra, we determne that the evidence of
obvi ousness woul d have certainly provided anple incentive or
notivation to one of ordinary skill in the art for conbining
the applied references without resort to the appellants’

di scl osure.

For the reasons set forth above, the rejection of claim1l
under 35 U.S.C. 8 103 wll be sustained. Since clains 17 and
19 stand or fall with claim1, supra, we will also sustain the

35 U.S.C. 8 103 rejection of those clai ns.

Cains 3 through 5

We al so agree with the exam ner that, in view of the
conbi ned teachi ngs of Murphy and the JA 60-7995 reference, the

invention set forth in clains 3 through 5 would have been
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obvious to one of ordinary skill in the art at the tinme of the
appel l ants’ inventi on.

Wth respect to claim3, the appellants argue that the
conbi nati on of Miurphy and JA 60-7995 fails to teach or suggest
that “the electric notor has an output shaft extending at an
inclined angle to both a vertical plane and horizontal [sic,
pl ane] and extending in an upward direction fromthe crank
axis and forwardly therefromfor driving the transm ssion.”

In support of this argunment, the appellants describe the shaft
12 of Murphy (see Fig. 1) as “the electric notor output shaft”
and point out that shaft 12 is not perpendicular to the axis
of the crankshaft.

The appel lants’ argunent is not well taken. Wile it is
true that Murphy refers to the shaft 12 as the notor shaft
(e.g., see col. 3, |I. 38), it is clear upon consideration of
Mur phy’ s entire disclosure that the shaft 12 is actually the
out put shaft fromthe gearbox of the notor 10. See col. 3, |.
39. In essence, the shaft 12 corresponds to the appellants’

di scl osed drive pinion 77, i.e., the shaft 12 is the output
shaft of the transm ssion or gearbox. Thus, we agree with the
exam ner’ s anal ysis of Mirphy, which is that Mrphy inherently
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di scl oses a central notor output shaft coaxial with the axis
of the cylindrical notor casing. See answer, p. 7.

For the reasons set forth above, the rejection of claim3
under 35 U.S.C. 8 103 will be sustained. Since clains 4 and 5
stand or fall with claim3, supra, we will also sustain the

35 U.S.C. 8 103 rejection of those clains.
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Rej ection 11

Wth respect to Rejection Il, the appellants, on page 4
of the brief, have indicated that clainms 17 and 19 stand or
fall as a group. Thus, in accordance with 37 CF.R 8§
1.192(c)(7), we have selected claim17 as being representative
of the claimgrouping and will decide the appeal with respect
to Rejection Il on the basis of that claimal one.

After considering the collective teachings of Davi dson
and Col denfeld, we nust agree with the exam ner that the
invention set forth in clainms 17 and 19 woul d have been
obvious to one of ordinary skill in the art at the tinme of the
appel l ants' inventi on.

Claim 17 calls for an electrically power assisted bicycle

conprising, inter alia, a drive coupling a pedal assenbly to a

rear wheel for manual driving of the rear wheel, “an

el ectrical notor extending |ongitudinally along one side of
one of said down and seat pipes and entirely on one side” of

t he pedal assenbly crank axis, battery neans “extending

| ongitudinally along the one side of the other of said down
and seat pipes and entirely on the other side of said crank
axis” and “wherein the one of the electrical notor and battery
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means that is disposed |longitudinally along the down pipe |ies
bel ow and extends generally parallel to the down pipe.”
Davi dson shows an electrically power assisted bicycle

conprising, inter alia, chain wheel 12, drive chain 26 and

sprocket 25 coupling a pedal assenbly to a rear wheel for
manual driving of the rear wheel, an electric notor 13
extendi ng | ongitudinally along one side of the seat pipe and
entirely on one side of the pedal assenbly crank axis and an
el ectric storage battery 27 extending longitudinally, as |east
to sonme degree, along one side of the down pipe and entirely
on the other side of the crank axis. The exam ner descri bes
Davi dson as failing to show the battery nounted bel ow and
parallel to the down tube and cites CGol denfeld for a teaching
of a battery 16 nounted parallel to the down tube. See
answer, p. 5. In addition, the exam ner describes Gol denfeld
as suggesting that the battery may be hung bel ow t he frane.
Id.

Based on the conbi ned teachings of the applied prior art,
t he exam ner determned (id.) that

[i]t would have been obvious to a skilled artisan to

nmount the Davidson battery parallel to and bel ow t he

frame down tube, as taught by CGol denfeld, in order
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to better conformthe battery case to the shape of
the bicycle frane to save space.

We agree. Wile the appellants correctly point out that
ol denfel d shows battery 16 nounted above the down tube 4,
Gol denfel d specifically teaches that the battery nay be
“advant ageously nounted on the down tube 4 or suspended from
the cross bar 18, but could be accombdat ed whenever [sic]
convenient.” See col. 3, Il. 36-38. W are of the opinion
that one skilled in this art would, on reading the CGol denfeld
patent, at once envi sage each possible orientation of battery
16 on down tube 4 and, thus, that CGoldenfeld is at |east

suggestive of the clained orientation. See In re Petering,

301 F.2d 676, 682,
133 USPQ 275, 280 (CCPA 1962).

The appel l ants argue that the Davidson battery coul d not
be nounted bel ow the down pipe without the electrolyte running
out. We are not persuaded by this argunent because, as
poi nted out by the exam ner (answer, p. 7), CGoldenfeld teaches
an electrically power assisted bicycle wherein the electric

motor is powered by a rechargeable NiCd battery or a dry | ead-
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acid battery (see col. 5, |Il. 49, 50) which is clearly capable
of operating in the clainmed orientation.

Finally, the appellants argue that the exam ner’s
suggested rearrangenent of the structure is not based on the
teachings of the references. W do not share this view. In
our opinion, the notivation on the part of one having ordinary
skill in the art for enploying the battery orientation
suggested by CGoldenfeld in the electrically power assisted
bi cycl e taught by Davi dson woul d have been to obtain the self-
evi dent advant ages thereof while avoiding the disadvant ages of
a storage battery and orientation disclosed by Davi dson.

For the reasons set forth above, the rejection of claim
17 under 35 U.S.C. 8 103 wl| be sustained. Since claim19
stands or falls with claim 17, supra, we will also sustain the

35 U.S.C. 8 103 rejection of claim19.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject
clainms 1, 3 through 5, 17 and 19 under 35 U.S.C. § 103 as

bei ng unpatentabl e over Murphy in view of JA 60-7995 is
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affirnmed; the decision of the exam ner to reject clains 17 and
19 under

35 U.S.C. §8 103 as bei ng unpatentabl e over Davidson in view of
Gol denfeld is affirned.

The decision of the examner is affirned.
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No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 C. F. R
8§ 1.136(a).

AFFI RVED

| AN A, CALVERT
Adm ni strative Patent Judge

BOARD OF PATENT

| RW N CHARLES COHEN APPEALS
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| NTERFERENCES
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Adm ni strative Patent Judge
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